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REMARKS 

Claims 1,3-11, 13-15 and 17-20 were previously pending in the present application. No 
claims are currently canceled or added. Thus, claims 1, 3-11, 13-15 and 17-20 remain pending in 
the present application. Reconsideration is respectfully requested in light of the following 
remarks. 



Rejections Under 35 U.S.C. S103: Shiue 

Claim 1 

Claims 1, 3 and 5-10 were rejected under 35 U.S.C. §103(a) as being unpatentable over 
U.S. Patent No. 5,700,735 to Shiue, et al. ("Shiue"). Applicants traverse this rejection on the 
grounds that Shiue is defective in establishing a prima facie case of obviousness with respect to 
claim 1 . 

In KSR Int'l. Co. v. Telejlexlnc, 127 S. Ct. 1727, 1739 (2007), the Court stated that "a 
patent composed of several elements is not proved obvious merely by demonstrating that 
each of its elements was, independently, known in the prior art. Although common sense 
directs one to look with care at a patent application that claims as innovation the combination of 
two known devices according to their established functions, it can be important to identify a 
reason that would have prompted a person of ordinary skill in the relevant field to combine 
the elements in the way the claimed new invention does. This is so because inventions in 
most, if not all, instances rely upon building blocks long since uncovered, and claimed 
discoveries almost of necessity will be combinations of what, in some sense, is already known." 
Id. at 1741 (emphasis added). 

As the PTO recognizes in MPEP §2142: 

... The examiner bears the initial burden of factually supporting 
any prima facie conclusion of obviousness. If the examiner does 
not produce a prima facie case, the applicant is under no 
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obligation to submit evidence of nonobviousness... 
In the present application, a prima facie case of obviousness does not exist for the claims for the 
reasons set forth below. 

MPEP §2143.03 states that "[a]ll words in a claim must be considered in judging the 
patentability of that claim against the prior art." Quoting In re Wilson, 424 F.2d 1382, 1385 
(CCPA 1970). However, in the present matter, the Examiner has not shown that all words in the 
claim have been considered. For example, claim 1 requires an electrode and a plurality of 
conductive members, wherein the electrode has a plurality of discrete conductors separated by 
portions of a dielectric layer, wherein each of the plurality of discrete conductors has a first 
surface configured to be bonded to external circuitry, wherein the plurality of conductive 
members are located in an insulating layer, and wherein ones of the plurality of conductive 
members physically contact a second surface of corresponding ones of the plurality of discrete 
conductors of the electrode. The Examiner has alleged that Shiue discloses an insulating layer 
44, an electrode 32 located over the insulating layer 44 and having a plurality of discrete 
conductors (upper portions of plugs 36) separated by portions of a dielectric layer 48, wherein 
each of the plurality of discrete conductors (upper portions of plugs 36) has a first surface 
configured to be bonded to external circuitry 20 and a second surface opposite the first surface, 
and a plurality of conductive members (lower portions of plugs 36) located in the insulating layer 
44, wherein ones of the plurality of conductive members (lower portions of plugs 36) physically 
contact the second surface of corresponding ones of the plurality of discrete conductors (upper 
portions of plugs 36). Examiner's Office Action, page 4, paragraph 1. However, this allegation 
is not entirely true. For example, the alleged plurality of discrete conductors (upper portions of 
plugs 36) are not configured to be bonded to external circuitry 20, but are instead connected to a 
metal pad 30, where it is the metal pad 30 and not the upper portions of plugs 36 that is 
configured to be bonded to external circuitry 20. Moreover, the alleged plurality of conductive 
members (lower portions of plugs 36) are not located in the insulating layer 44, but are instead 
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located in the dielectric layer 48. Thus, Shiue fails to support a prima facie case of obviousness 
of claim 1 and its dependent claims 3 and 5-10. 

Nonetheless, the Examiner also alleges that the present §103 rejection based on a 
plurality of discrete conductors and a plurality of conductive members deals with an issue (i.e., 
the integration of multiple pieces into one piece or, conversely, using multiple pieces in replacing 
a single piece) that has been previously decided by the courts. The Examiner notes Howard v. 
Detroit Stove Works as holding that casting in one piece an article which has formerly been cast 
in two pieces and put together involves no invention, In re Larson as holding that the term 
"integral" does not define over a multi-piece structure secured as a single unit and that the use of 
a one-piece construction instead of a multi-piece structure would be merely a matter of obvious 
engineering choice, and In re Fridobh as holding that favorable patentable weight is accorded if 
the one-piece structure yields results not expected from the modification of the two-piece 
structure into a single piece structure. Examiner's Office Action, page 3. However, each of 
these court holdings involves whether a single-piece structure is patentable over a multi-piece 
structure. In contrast, the present analysis requires determining whether a multi-piece structure is 
patentable over a single-piece structure. Thus, the court decisions cited by the Examiner are 
irrelevant to the present analysis. Moreover, even if the court decisions were sufficient to 
support the Examiner's position that the single-piece structure of Shiue's plugs 36 obviates the 
multi-piece structure of the presently-claimed discrete conductors and conductive members, 
Shiue would still fail to teach or suggest that the plugs 36 are configured to be bonded to external 
circuitry 20, or that the plugs 36 include portions in both the dielectric layer 48 and the insulating 
layer 44, in the manners required by claim 1 of the present application. Thus, Shiue fails to 
support a prima facie case of obviousness of claim 1 and its dependent claims 3 and 5-10. 

Claim 1 1 

Claims 1 1, 13 and 14 were also rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Shiue. Claim 1 1 requires an electrode and a plurality of conductive members, wherein the 
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electrode has a plurality of discrete conductors separated by portions of a dielectric layer, wherein 
each of the plurality of discrete conductors has a first surface configured to be bonded to external 
circuitry, wherein the plurality of conductive members are located in an insulating layer, and 
wherein ones of the plurality of conductive members physically contact a second surface of 
corresponding ones of the plurality of discrete conductors of the electrode. In this context, and in 
much the same manner as discussed above, the rejection of claim 1 1 and its dependent claims 13 
and 14 is respectfully traversed. 

Claim 15 

Claims 15 and 17-20 were also rejected under 35 U.S.C. §103 (a) as being unpatentable 
over Shiue. Claim 15 requires an electrode and a plurality of conductive members, wherein the 
electrode has a plurality of discrete conductors separated by portions of a dielectric layer, wherein 
each of the plurality of discrete conductors has a first surface configured to be bonded to external 
circuitry, wherein the plurality of conductive members are located in an insulating layer, and 
wherein ones of the plurality of conductive members physically contact a second surface of 
corresponding ones of the plurality of discrete conductors of the electrode. In this context, and in 
much the same manner as discussed above, the rejection of claim 15 and its dependent claims 17- 
20 is respectfully traversed. 

Rejections Under 35 U.S.C. §103: Batra 

Claim 1 

Claims 1, 3 and 5-10 were rejected under 35 U.S.C. §103(a) as being unpatentable over 
U.S. Patent No. 6,909,196 to Batra, et al. ("Batra"). Applicants traverse this rejection on the 
grounds that Batra is defective in establishing a prima facie case of obviousness with respect to 
claim 1 . 
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In KSR Intl Co. v. Teleflex Inc., 127 S. Ct. 1727, 1739 (2007), the Court stated that "a 
patent composed of several elements is not proved obvious merely by demonstrating that 
each of its elements was, independently, known in the prior art. Although common sense 
directs one to look with care at a patent application that claims as innovation the combination of 
two known devices according to their established functions, it can be important to identify a 
reason that would have prompted a person of ordinary skill in the relevant field to combine 
the elements in the way the claimed new invention does. This is so because inventions in 
most, if not all, instances rely upon building blocks long since uncovered, and claimed 
discoveries almost of necessity will be combinations of what, in some sense, is already known." 
Id. at 1741 (emphasis added). 

As the PTO recognizes in MPEP §2142: 

,.. The examiner bears the initial burden of factually supporting 
any prima facie conclusion of obviousness. If the examiner does 
not produce a prima facie case, the applicant is under no 
obligation to submit evidence of nonobviousness... 

In the present application, a prima facie case of obviousness does not exist for the claims for the 

reasons set forth below. 

MPEP §2143.03 states that "[a]ll words in a claim must be considered in judging the 
patentability of that claim against the prior art." Quoting In re Wilson, 424 F.2d 1382, 1385 
(CCPA 1970). However, in the present matter, the Examiner has not shown that all words in the 
claim have been considered. For example, claim 1 requires an electrode and a plurality of 
conductive members, wherein the electrode has a plurality of discrete conductors separated by 
portions of a dielectric layer, wherein each of the plurality of discrete conductors has a first 
surface configured to be bonded to external circuitry, wherein the plurality of conductive 
members are located in an insulating layer, and wherein ones of the plurality of conductive 
members physically contact a second surface of corresponding ones of the plurality of discrete 
conductors of the electrode. The Examiner has alleged that Batra discloses an insulating layer 
ILD2, an electrode 22 located over the insulating layer ILD2 and having a plurality of discrete 
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conductors (upper portions of contacts 24) separated by portions of a dielectric layer ILD2, 
wherein each of the plurality of discrete conductors (upper portions of contacts 24) has a first 
surface configured to be bonded to external circuitry and a second surface opposite the first 
surface, and a plurality of conductive members (lower portions of contacts 24) located in the 
insulating layer ILD2, wherein ones of the plurality of conductive members (lower portions of 
contacts 24) contact the second surface of corresponding ones of the plurality of discrete 
conductors (upper portions of contacts 24). Examiner's Office Action, page 7, paragraph 1. 
However, this allegation is not entirely true. For example, the alleged plurality of discrete 
conductors (upper portions of contacts 24) are not configured to be bonded to external circuitry, 
but are instead connected to a bond pad 20, where it is the metal pad 20 and not the upper 
portions of contacts 24 that is configured to be bonded to external circuitry (see column 4, lines 
26-30, describing the pad 20 as being configured to "be connected to outside circuits"). 
Moreover, the alleged plurality of conductive members (lower portions of contacts 24) are not 
located in the insulating layer ILD1 over which the electrode 22 is formed, but are instead located 
in the dielectric layer ILD2. Thus, Batra fails to support a prima facie case of obviousness of 
claim 1 and its dependent claims 3 and 5-10. 

Nonetheless, the Examiner also alleges that the present §103 rejection based on a 
plurality of discrete conductors and a plurality of conductive members deals with an issue (i.e., 
the integration of multiple pieces into one piece or, conversely, using multiple pieces in replacing 
a single piece) that has been previously decided by the courts. The Examiner notes Howard v. 
Detroit Stove Works as holding that casting in one piece an article which has formerly been cast 
in two pieces and put together involves no invention, In re Larson as holding that the term 
"integral" does not define over a multi-piece structure secured as a single unit and that the use of 
a one-piece construction instead of a multi-piece structure would be merely a matter of obvious 
engineering choice, and In re Fridolph as holding that favorable patentable weight is accorded if 
the one-piece structure yields results not expected from the modification of the two-piece 
structure into a single piece structure. Examiner's Office Action, page 3. However, each of 
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these court holdings involves whether a single-piece structure is patentable over a multi-piece 
structure. In contrast, the present analysis requires determining whether a multi-piece structure is 
patentable over a single-piece structure. Thus, the court decisions cited by the Examiner are 
irrelevant to the present analysis. Moreover, even if the court decisions were sufficient to 
support the Examiner's position that the single-piece structure of Batra' s contacts 24 obviates the 
multi-piece structure of the presently-claimed discrete conductors and conductive members, 
Batra would still fail to teach or suggest that the contacts 24 are configured to be bonded to 
external circuitry, or that the contacts 24 include portions in both insulating layer ILD1 and 
insulating layer ILD2, in the manners required by claim 1 of the present application. Thus, Batra 
fails to support a prima facie case of obviousness of claim 1 and its dependent claims 3 and 5-10. 

Claim 1 1 

Claims 11,13 and 14 were also rejected under 35 U.S.C. §103(a) as being unpatentable 
over Batra. Claim 1 1 requires an electrode and a plurality of conductive members, wherein the 
electrode has a plurality of discrete conductors separated by portions of a dielectric layer, wherein 
each of the plurality of discrete conductors has a first surface configured to be bonded to external 
circuitry, wherein the plurality of conductive members are located in an insulating layer, and 
wherein ones of the plurality of conductive members physically contact a second surface of 
corresponding ones of the plurality of discrete conductors of the electrode. In this context, and in 
much the same manner as discussed above, the rejection of claim 1 1 and its dependent claims 13 
and 14 is respectfully traversed. 

Claim 15 

Claims 15 and 17-20 were also rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Batra. Claim 1 5 requires an electrode and a plurality of conductive members, wherein the 
electrode has a plurality of discrete conductors separated by portions of a dielectric layer, wherein 
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each of the plurality of discrete conductors has a first surface configured to be bonded to external 
circuitry, wherein the plurality of conductive members are located in an insulating layer, and 
wherein ones of the plurality of conductive members physically contact a second surface of 
corresponding ones of the plurality of discrete conductors of the electrode. In this context, and in 
much the same manner as discussed above, the rejection of claim 15 and its dependent claims 17- 
20 is respectfully traversed. 



An early formal notice of allowance of claims 1,3-11, 13-15 and 17-20 is requested. A 
personal or telephonic interview is respectfully requested to discuss any remaining issues in an 
effort to expedite the allowance of this application. 



Conclusion 



Respectfully submitted, 




Dave R. Hotman 
Registration No. 55,272 
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